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C UNITED STATES PATENT AND TRADEMARK OFFICE & 

APPLICANT(S): Michal Linial, Nathan Linial, Nafali Tisbby and Golan Yona 
SERIAL NO.: 09/601,278 PCT Legal Examiner: Bryan Tung/ Richard Cole 

FILED: July 3 1 , 2000 Group Art Unit: 

FOR: AN AUTOMATIC METHOD OF CLASSIFYING MOLECULES 

COMMISSIONER FOR PATENTS x 

WASHINGTON, D C. 20231 . cn 
BOX: PCT (EO/US) R EG 1. 1 V 1Z\J 

ATTN: PCT Legal Office 1 6 AUG 2001 

A RENEWED PETITION UNDER 37 C.F»R 1,47 (ft) Le«e« otaff 

_ 0 . International DMsJen 

Dear Sir: 

This Renewed Petition Under 3 C.FJfc 1.47(a) is filed in response to the Decision on 
Petition Under 37 C.F.R 1.47(a) dated June 12, 2001 in connection with the above-identified 
Application. This Renewed Petition requests that the above identified application be accepted for 
United States national stage processing without the signature of one of the four joint inventors. A 
response to June 12, 2001 Decision must be filed August 12 a 2001. Accordingly, this Renewed 
Petition is being timely filed. 

In the Decision, the PCT Legal Examiner asserted that the Petition under 37 CFR 1 .47(a) 
satisfied the requirements under 37 CFR 1.47(a) requesting i) an oath and declaration by each 
Applicant on his or her own behalf of the nonsigning joint inventors, iii) the fee set forth in 1.17; 
and iv) the last known address of the non signing inventors. However, the PCT Legal Examiner 
asserted that Applicants: i) have allegedly failed to present Golan Yona a copy of the complete 
application paper; and ii) have allegedly failed to provide factual proof that the missing joint 
inventor refuse to join in the application or cannot be reached after diligent effort 



In response Applicants attached hereto a Supplemental Declaration in which Renee Ben 
Israel, Intellectual Property Manager of Yissum Research Development Company of the 
Hebrew University of Jerusalem states that she made numerous bona fide attempts to obtain 
the signature 

of Golan Yona on the Declaration and Power of Attorney through extensive correspondence 
through the e-mail in, a conference call November 6, 2000 and faxes in connection with the 
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j Applicant: Lirdal et aL 
FileNo.:P-1476 
Serial No.: 09/601,278 

AppUcation and to settle the issues Golan Yona raised. Since it was evident Golan Yona 
has already a copy of the Application, the Oath and Declaration we sent to Yona by mail on 
November 14, 2000 and to his Patent legal counsel Meir Dahan, on February 17, 2001. These 
attempts were unsuccessful as Golan Yona, through his Patent Legal Counsel stated that he 
would sign the document only after the issue of the ownership has been resolved (Exhibit 5), 
thus refusing to sign the Declaration. Golan Yona was afforded in every opportunity to sign the 
Declaration, since of November 2000, from when he admitted he reviewed a copy of the PCT 
Application, through February 21. 2001, but refused to provide a signed copy of the Declaration 
and the Power of Attorney. 

Thus this Renewed Petition is in compliance wim 37 CFR 1.47(a ) and M.P.E.P Section 
409 03. Therefore, Applicants hereby Petition under 37 C.F.R. 1.47(a) that the subject 
Application may be made by the other named joint applicants on behalf of themselves and the 
non-signing named joint applicant. Accordingly, Applicants request that the Patent Office grant 
this Petition and join the non-signing named joint inventor to me subject Application on filing the 
attached Oath or Declaration in compliance with 37 C.F.R. 1 .63. 



If any additional fee is due, the undersigned hereby 
Office to charge such fee to Deposit Account 05-0649 




rizes the Patent and Trademark 



MarkS, Cohen 
Registration No. 42,425 
Attorney for Applicants 



August 12, 2001 

Eitan, Pearl, Latzer & Cohen-Zedek 

Crystal Park, Suite 210 

2011 Crystal Drive 

Arlington, VA 22202 

Tel: (703)486-1177 

Fax: (703) 486-0800 
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SttfPMjfijVtKiytAL DECLARATION 

I, Rene© Ben-fcrael, tending dt 13/5 Habayil Street, Jerusalem, Israel 97891, do hereby 
declare as foil ws: 

1. 1 am employed in the Intellectual Property Department of the Yissiim 
Research Development Company of The Hebrew University of Jerusalem 
having a mailing address of P.O.B. 4279, Jerusalem 91042 ("Yigsum"). My 
position is Intellectual Property Mamget. 

2. I am responsible for the patent administration of all patents and patent 
applications filed in any jurisdictions Ihrough YisSum for The Hebrew 
University of Jerusalem. My duties include coordinating patent filing and 
prosecution such as acting as an intermediary between employees of The 
Hebrew University of J&te&lem Who are named inventors ott a patent 
application and the laws finite prosecuting the specific patent application in 
order to obtain patent related documents necessary for filing or conducting 
prosecution in ihe United States Patent and Trademark Office and in other 
jutisdictufttf- 

3. The subject application U.S 09/601,278 entered the United States National 
Stage (EO) under 35 U,S.C 371 on July 31, 2000 and corresponds to PCT 
International Application N6, PCT/IL99/00057, International Filing Date 
January 29 s 1999 entitled "An Automatic Method Of Classifying Molecules", 
in the name of Yissum Research Development Company of The Hebrew 
University of Jerusalem as Applicant, and Natan Linial, Michal Litual, Naflali 
Ttehby and Golan Yona as joint inventors for US only (the "subject 
Application"). The PCT Application claims the priority of U-S Provisional 
Application 60/072,977, filed on Jattuaty 29, 199$, 

4 On February 22, 2001, I submitted a Declaration in i^gard to the request that 
the subject application be accepted for processing without the signature of 
Golan Yona who is one of the natned inventory on the oath and declaration, 

5. In response, the PCT Legal Office of the United States Patent and Trademark 
Office, issued a Decision and Petition, dated June 12, 2001, a copy of which is 
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attached hereto a£ Appendix 1 ? that according to the requirements under 37 

CFfe. 1 .47, applicants have submitted a Declaration by each Applicant oft his ot 

her own behalf and on behalf of the nonsigniag inventors, Applicants have 

provided the tequisite petition fee and the Petition States the last known 

address of the ttoiisigtting inventor. However, the PCT Legal Officer 

concluded in the Decision that applicants have Med to i) demonstrate that a 

bona fide attempt was made to present a copy of the complete application \ 

paper to Goldn Yona and ii) provide adequate proof oh Yona's purported 

refusal to sign the application papet& 

6. As I Stated in the Declaration, 1 forwarded to the ndihed inventors Natan 
Linial, Michal Linial, and Kaftali Tlshby, who were in Israel at the time, a 
copy of a Declaration and foWer of Attotney requesting that they sign the 
Declaration and Power of Attorney in connection with the subject Application. 
On September 17, 2000, Natan Littial, Michal Linial, aiid Nafiali Tishby 
signed and dated the Declaration and Power of Attorney, A copy of the 
Declaration signed by Natan Linial, Michal Ltaial, and Naftali Tishby is 
attached hereto as Exhibit 2, 

7. Slince I Understood that Golan Yona was going to be in Istael in Septeinber \ 
2000, I did not forward a copy of the subject Application and a copy of 

Declaration and Power of Attorney for his signature but rather waited until he 
arrived in laf&el, When he did not arrive in Israel in September 2000, on 
October 3, 2000, I fotwarded to Golan Yona by facsimile a copy of die 
Declaration and Power of Attotney requesting that he sign the Declaration and 
Power of Attorney in connection with the subject Application. A copy of the e- 
mail which was forwarded to Golan Yona requesting his signatute on the 
Declaration and Powgr of Attorney in connection with the object Application 
is attached heteto as Exhibit 3. 

8. Since Golan Yona reviewed the subject Application as evidence of Yona e- 
mail dated November 2 9 2000, a copy of which is attached hereto as Exhibit 4, 

I did not forward him a copy of the Subject Application. In the e-mail dated \ 
November 2, 2000 Golan Yona stated that Sfi part f the text [of the Subject 
Application] is incofrect and I would have excluded it, had I seen the 
application befbte". 

2 
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9. Further* attached here aS Exhibit 6 is a letter dated Deoembe* 27, 2000 from 
Meir Dahan who is patent legal counsel of Golan Yona further Stating that 

Golan Yona has obtained a copy of the PCT and also has remarks em the <v 
Claims. In the letter (page 2) Medt Golan agreed that Golan Yotia would sign X •„ 

the documents in connection with the Subject Application but_subject to the 
condition that these documents will rightly and truly reflect the factual 
inventional and legal reality'* & other worts, he would not sign until Yissum 
agreed with his ownership interest which it does not. Further as admitted by 
Meir Dahan on behalf of his client, Golan Yona obtained a copy of the PCT 
Application which the Subject Application corresponds to, 

10. In addition, in the Decision, the PCT Legal Officer asserted that "applicants [ 
have not provided adequate proof on Yona's purported refusal to sign the > 
application papers'. The Examiner asserted that "Ben-Israel's affidavit states 

that Ben Israel made numerous attempts to obtain Yona's signature on the 1 
declaration (see paragraph 10 Of B<*n Israel's affidavit), yet failed to provide <^ | 

my details regarding the alleged attempts", J 

11. ' In response, as I stated in the Declaration between November 2000 and 

December 2000, t made numerous attempts to obtain the signature of Golan 

Yona on the Declaration attd Power of Attorney through extensive | 

correspondence through the e-mail in, a conference call November 6, 2000 and | 

faxes in connection With the subject Application and to settle the issues Golan 

Yona raised, the papers were seat to Yona by mail on November 14, 2000 

and to his Patent legal coimcel Meir Dahan, on February 17, 2001. It should be 

noted that Yona himself referred in the e-mail dated at about November 2, 

2001 to "Treated claims by you and by Nari". These attempts were 

unsuccessful as Golan Yona never returned the Declaration and Power of 

Attorney signed but rattier used the time to negotiate his ownership interest in ^ 

the Patent Application. w 

12. Between October 2000 and February 2001, communications were also, 
conducted through respective legal council of Yissutn and Golan Yona 
regarding issues as to ownership of the rights in the PCT Application (Exhibit 
7). Patent legal counsel for Golan Yona have been notified in a fax dated 

3 
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Pebniafy 19, 2001, that a response to me Notification w&s dne^dribit 8) and 
also have not ponded by providing a signed Declaration and Power of 
Attorney in view of the deadline (February 22, 2001). Moreover, 1 sent to the 
Patent legal Counsel fcr Golan Yona a reminder on February 21, 2001 
(attached hereto as Exhibit 9), and it was left unanswered. 

13. Golan Yona was afforded in every opportunity to sign the Declaration, Since of 
November 2000, ftorn when he admitted he reviewed a copy of the PCT Application 
through February 21, 2001. 
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I hereby declare that all statements made herein of my own knowledge are true and that all 
statements made on inform*** and belief are believed to be true; and further, that these 
statements were made with the knowledge that willful false statements and the like so made 
ate punishable by fine or impriaoimieht, or both, under Section 1001 of Title 18 of the United 
States Code and that suth willful false Statements may jeopardize the validity of the 
application or any patent issued thereon. 



August 12, 2001 




Rshee Bet-Israel 
Intellectual Property Manager 
Intellectual Property Department 
YissUm Research Development Company 
of toe Hebrew University of Jerusalem 
P.O.B. 4279, Jerusalem 91042 
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United States Patent and Trademark Office 



Commissioner for Patents 
Unttwl States Patent and Trademark Office 
Washtngton,D.C. 20231 



Eitan, Pearl, Latzer & Cohen-Zedek 
One Crystal Park, Suite 210 
201 1 Crysftal Drive 
Arlington, VA 22202-3709 



RECEIVED 
1 7 -06- 2001 

fp-AM KARL lAWER * luiwd-ZEDBC 



In re Application of LINIAL et al 
U.S. Application No.; 09/601,278 



DECISION ON PETITION 



Int. Application No. : PCT/DL99/00057 
Int. Filing Date: 29 January 1999 UNDER 37 CFR 1 .47(a) 

Priority Date 29 January 1998 i 

Attorney Docket No.: P-1476-US : 

For: AN AUTOMATIC METHOD OF : 

CLASSIFYING MOLECULES : 



This is in response to applicants' "Petition Under 37 CJFJL 1.47(a) 1 ' filed 22 February 
2001, requesting that the present application be accepted for United States national stage 
processing without the signature of one of the four joint inventors. 



On 29 January 1999, applicants filed international application PCT/IL99/00057, which 
claimed priority of an earlier United States application filed 29 January 1998. A copy of the 
international application was communicated to the USPTO from the International Bureau on 
05 August 1999. A Demand for international preliminary examination, in which the United States 
was elected, was filed on 13 August 1999, prior to the expiration of nineteen months from the 
priority date. Accordingly, the thirty-month period for paying the basic national fee in the United 
States expired at midnight on 3 1 July 2000 (29 July 2000 was a Saturday), 

On 3 1 July 2000, applicants filed national stage papers in the United States. The 
submission was accompanied by, inter alia, authorization to charge the requisite basic national fee 
required by 35 U.S.C. 371(c)(1) and an unsigned declaration. 

On 22 August 2000, the United States Designated/Elected Office (DO/EO/US) mailed a 
Notification of Missing Requirements Under 35 U,S.C 371 (Form PCT/DO/EO/905), indicating 
that an oath or declaration in compliance with 37 CFR 1 .497 must be filed along with a surcharge 
under 37 CFR 1 .492(e) for providing the oath or declaration later than thirty (30) months from 
the priority date. 



BACKGROUND 
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On 22 February 2001, applicants filed the present petition along with the appropriate 
extension of time fee. The petition states that it is accompanied by, inter alia: 1) a declaration 
signed by three of the four joint inventors and not signed by inventor Golan Yona; 2) an affidavit 
of Renee Ben-Israel, and 3) an authorization to charge the requisite petition fee. 



DISCTTSSTON 

A petition under 37 CFR 1.47(a) must be accompanied by; (1) an oath or declaration by 
each applicant on his or her own behalf and on behalf of the nonsigning joint inventors, (2) factual 
proof that the missing joint inventors refuse to join in the application or cannot be reached after 
diligent effort, (3) the fee set forth in §1-17(0, ww* ( 4 ) * e Iast known addresses of the nonsigning 
joint inventors. 

With regard to item (1) aboves, applicants have submitted a declaration signed by three of 
the four joint inventors on their own behalf and on behalf of the nonsigning inventor Yona. 

With regard to item (2) above, MPEP 409.03(d) states in relevant part, 

Where a refusal to sign the application papers is alleged, the 
circumstances of this refusal must be specified in an affidavit or 
declaration by the person to whom the refusal was made. Statements by a 
party not present when an oral refusal is made will not be accepted 

Before a refusal can be alleged, it must be demonstrated that a 
b ana fide* attempt was made to present a copy of the application p apers 
(specification, including claims, drawings, and oath or declaration) to the 
nonsigning inventor for. signature. A copy of the application papers 
should be sent to the last known address of the nonsigning inventor, or, if 
the nonsigning inventor is represented by counsel, to the address of the 
nonsigning inventor's attorney. 

When there is an express oral refusal, that fact along with the 
time and place of the refusal most be stated in the affidavit or declaration. 
When there is an express written refusal, a copy of the document . 
evidencing that refusal mast be made part of the affidavit or declaration. 

When it is concluded by the 37 CFR 1 A7 applicant that a 
nonsigning inventor 9 s conduct constitutes a refusal, all facts upon which 
that conclusion is based should be stated in the affidavit or declaration. If 
there is documentary evidence to support facts alleged in the affidavit or 
declaration, such evidence should be submitted. Whenever a nonsigning 
inventor gives a reason for refusing to sign the application oath or 
declaration, that reason should be stated in the affidavit or declaration. 

In the present case, applicants have not demonstrated that a bona fide attempt was made 
to present a copy of the complete application papers (including specification, claims, drawings, 
and oath/declaration) to the nonsigning inventor Yona for signature. Although the affidavit of 
Renee Ben-Israel states that a copy of the declaration and power of attorney was sent via 
facsimile to Yona around 03 October 2000 (see paragraph 8 of Ben-Israel's affidavit), the affidavit 
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does not establish that the specification, claims, and drawings were ever presented to Yona. Ben- 
Israel's affidavit states, "As is evident from the e-mail dated November 2, 2000, Golan Yona 
reviewed the PCT Application" (see paragraph 9 of Ben-Israel's affidavit). However, applicants 
have not provided an affidavit of the person having firsthand knowledge of the PCT application 
(including specification, claims, and drawings) being presented to Yona. 

Furthermore, applicants have not provided adequate proof of Yona's purported refusal to 
sign the application papers. Ben-Israel's affidavit states that Ben-Israel made numerous attempts 
to obtain Yona's signature on the declaration (see paragraph 10 of Ben-Israel's affidavit), yet fails 
to provide any details regarding the alleged attempts. Thus, it would be inappropriate at the 
present time to conclude that Yona refuses to join in the application. 

With regard to item (3) above, applicants have provided the requisite petition fee. 

With regard to item (4) above, the petition states the last known address of the nonsigning 
inventor. 
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CONCLUSION 

Because applicants have failed to satisfy item (2) above, the petition under 37 CFR 1.47(a) 
is pTSMTSSED without prejudice. 

If reconsideration on the merits of this petition is desired, a proper response must be filed 
within TWO (2) MONTHS from the mail date of this decision. Failure to timely file a proper 
response will result in abandonment of the application. Any reconsideration request should 
include a cover letter entitled "Renewed Petition Under 37 CFR 1 .47(a)." No additional petition 
fee is required. 

Please direct further correspondence with respect to this matter to the Commissioner for 
Patents, Box PCT, Washington, D,C. 20231, and address the contents of the letter to the 
attention of the PCT Legal Office. - *r 




Richard Cole 



PCT Legal Examiner PCT Legal Examiner 

PCT Legal Office PCT Legal Office 



Telephone: 703-308-6614 
Facsimile: 703-308-6459 
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J Attorney Dtxtot No.; P-1476-US 

^A^rro^ A^D POWEP n ff VTTnilNgYTOR FATKNT AmJCATjON 
As a below named inventor, I hereby declare tbat: 

My residence, post office address and citizenship are aa stated below under my name 

Iaeaeve iati am fl» original, .first and sole j^eotor of ilie subject ro^whiclife 
claimed and for which a patent la sought on the invention entMed 

AN AUTOMATIC JVtETHOD OF CLASSIFYING MOLECULES 

tne Specification of which 

|~| is sttaciicd hereto 
fej was filed <m January 29, 1099 
^ as Application Serial No. PCT/IL99/OQ057 



and was amended an j_ (if applicable), 

I hereby state that I have reviewed and understand the coamoftte above-idenrified' 
Spedficatkm, fccbdjflg the claims, as amended by an* anwiAnert referred to above. 

latorraledgetfleducytodifl^ 
application in accordance with Tide 37, Cade of Federal Regulations, 1.56(a). 

I hereby date ifcoragaprioiiiy benefits rader tide 35, TMted States Code, 5115 of any 
p,^!^^^^ filed fcffttntod States in accords with 35 U.S.C. ?iai9(e . arany 
SpS^t has been converted to a Provisional^^ 

or** foreign applied) to patent or mvente', cer^el^b^and 
Haitffied btdo^ray foreign application fbr patent or hventor's certificate having a 
fling date before that of the applications wmii priori^ 



PCT/ILW/0dfl57 PCT 2Wan-99 

I herefay claim the benefit under Tide 35, United State Code, S 120 of any United ^States 
application listed below, and. insofar as the subjectmaner of each of the rfthis jr^cac^ 
fcaoTdfeda^ m any prior Uattid 1 States appliatioa m the tnaafl«^ovid^ by the first 
paragraph of Tide 35/Uniied States Code, §112, 1 acknowledge the day id dfidose material 
as defined m Title 37, .Code of Fed*** Reguladons^l.S^whiri od^ 
between the filing date of the prior application and tto^na 
of this application: »j 



-m stirs ' _i ee*»*r*».« 
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Attorney Docket No.: P-1476-U& 



APPLICATION 

NO. 



PCIVIL99/000S7 



FILING DATE 
(DAY/MON1H/YBAR) 



STATUS - PATENTED, 
PENDING. ABANDONED 



^ ^^tnmevfsl and attorfs) Heidi M Burn (Agent, Registration No. 
I hereby SSoaV 35,684), or Dmid J« S^ksky (Agent, 

Please address an coir^ondetiw regarding ftp application to: 

EST AN, PEARL, LATZER, & CO^-ZEDEK 
ONE CRYSTAL PARK, SUITE 210 
2011 CRYSTAL DRIVE 
ARLINGTON, VA 22202-3709 

Direct all telaphoae calls to (703) aari all fcestafles * (703) 48643800, 

saseaeati ^T^w W^iU&^e ******* and the like *omak«e 
sctoents wae made with ^^ w 5E?t^sS 1001 of Tito 18 of the Unfard State 

ssssa 2« « ^ aPP ^ - ^ 

palate issued flwrerai- 

FULL NAME OF INVENTOR: LTNIAL, Michal 
FULL RESIDENCE ADDRESS; ^^SS^ 

COUNTRY OF OTIZENSHIP; 



FULL POST OFFICE ADDRESS: same 

SIGNATURE OF INVENTOR J^'(Aa9 J^oJ 

DATE. 

Tuff I*" 1 " 
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Attorney Docket N ,: P-14WUS 

FULL NAME OF INVENTOR; HNIAL, Nathan. 

FULL RESIDENCE ADDRESS- 1 18 Neve Shaafiau Street, Apt 17 

Jerusalem 9370"^ Israel 

COUNTRY OF OH2KNSHIP: trad. 

FULL POST OFFICE ADDRESS: 

SIGNATURE OF INVENTOR _ AJfl 

DATE_&^Lil i J^O 



FULL NAME OF INVENTOR: TJSHBY, Naftali 

PULL RESIDENCE ADDRESS: fi j&disbfm Stteet, Jerusalem 96956* Israel 

COUNTRY OF CITIZENSHIP: Israel 

FULL POST OFFICE ADDRESS: same 

SIGNATURE OF INVENTOR _ 
DATE 



i 

FULL NAME OF INVENTOR: YONA, Golan 

FULL RESIDENCE ADDRESS: 3 Haras Street, Rehavot 76310, lerad. 

COUNTRY OF CITIZENSHIP: tead 

FULL POST OFFICE ADDRESSi same 



SIGNATURE OF INVENTOR , 
DATE 
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fFwd. Patent status report atad docs fgf signature re Prototaap patent] ^ 

Subject; [Fwd: Patent status rep rt and docs for signature re Protomap patent] 
Dates Toe, 17 Oct 2000 13:30:16 +0200 
From: Retiee Ben-Israel <^ee@yisstimxo.il> 
Organization: Yissutn 

To; Goten Yona <golan@gittimd.stanfbrd.edji> 

Dear Golan, 

I tried calling you yesterday night Jbtit was told that you weren't in, 
I'll try again later today. 

Any news with the docs? If you have any question , plsaee lBt ise know. 

thank you. 

Renee 



Renee Ben-Israel 

Intellectual Property Manager 

Yisauni Research Development Co. 

of the llebxew Ohiversity of Jerusalem 

POfe 4275, Jerusalem 91042/ IL 

Tal: 9"?2-2-563-4 680 text 204) Fax: 972-2-566*0331 



Subject: Patent status report and docs for signature re Protomap patent 
Date: TUe, 03 Oct 2000 12:20:05 +0200 
From: Renee Ben-Israel <renee@yifl$um.co-il> 
Organisation; Yissuin 

To; Golan Yona <golan@giinmeL stanford.edu> 
CC: r, Linial Michal, Dt, n <^clialI^wiiatdioisJiuji.ac.U> > 
"LinialNataxuProf." <hdti@ceJltljLao.U> 7 
"Tishby Naftali, Prof/ <tishby@cs:hnji.ac.il> 

Dear Golan, 

Please accept my apologies fir the tardiness of my letter, id fact I understood that you were supposed 
to be here before Rosh Hashana and therefore didn't settd you any papers by mail. Ncrtv, I understand 
that you are scheduled to arrive this week but in otder to expedite matters, Til fax you the documents 
for your signature as well as the other requested papers. 

The docs are the ones related to the US application namely! Declaration and Power of Attorney and 
Assignment, please sign with blue ink betfide your name, thank you. For your information and this 
may also be a good opportunity to update Michafl, Naty and Taly too in a more detailed way, the 
patent status of this case is as follows; j; 

Following the first Provisional application filed in January 1998 we have subsequently (January 
1999) filed a PCT application designating "all countries". The PCT application was published in 
August 5, 1999, publication no. WO 99/39174 (a copt of the front page is attached in the fax). The 
countries designation, in fact, gives you, within 18 months from its filing, the possibility of choice 
among the "all countries 1 ' list, in which countries you really intend to have the patent valid After 
long deliberations, we have finally settled for the USA, Europe and Japan considering that these are 
die most important markets for the technology* The expected actions now are Examination in each of 
the countries, separately, until the final allowance and granting of the same patents. In the US it may 
take around a year before we receive a first Office Action, in Europe a bit longer and in Japan we 
have 7 years before Examination unless we request an Expedite Process. 

Apart from that I am attaching to the fax the Hamtsaat Sherut form provided by the inventors prior to 
the filing end the Hotact Hanhala 1 S-001 as a reference, t think thai these are the papers you 
requested i 

Should you have any questi n, please don't hesitete contacting me. 



lof2 
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[Fwdr Patent stems teptfrt and docs^^slgnature re Protomap patent] ^ 

As for the other issues, I may send it to you in a separate letter, or let's discuss it when you're here. 

Best regards and shana tova, 

Renee 



Renee Ben-Israel 

Intellectual Property Manager 

Yissum Research Development Co. 

of the Hebrew University of Jerusalem 

POB 4279, Jerusalem 91042, IL 

Tel: 972-2^563-4880(ext 204) Fax: 972-2-566-033 1 
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Subject: R : 

Date: Tue, 14 Nov 2000 l0:25;35 -0S00 (PST) 
Ft-otn: Golan Yotia <golan@ginimel.stanfdr<Ledii> 
To; Re&ee Ben-Israel ^txsbee@yisstuil*co.it> 

Dear Noemi 

Please send documents to that address. 
Golan 



Golan Yona 

Department of Structural Biology 

Stanford University 

Fairchild Science Building D-109 

Stanford/ California 94305-5126 

a.s.A 

http: //csb, Stanford- edu/dolan/ 

Phone: (650) 725-0754 Fax: (550) 723-8464 

On Tue, 14 Nov 2000, Renee fieft-Israei wrote: 

> Dear Golan, 

> Please let us have your nailing address, in order to send you a copy of a 
letter I 

> concerning the prosecution of one of the potent applications. 

> thank you 

> Noemi Lerner 

> Intellectual Property Yissum 
> 

> Golan Yona wrote: 
> 

> > Dear Aenee . 

> > v 

> > toe will call you richer monday morning, or^mo&d&y 

> > afternoon, your time. There is no need for** a conference 

> > call yet- fire vould like just to clarify few issues* 

> > When are you available at yodr office? f 

> > I' 

> > Golan 

> > 

> > On ThU, 2 Nov 2000, Renee Ben-Israel wrote; 

> > 

> > > Deer Golan, 

> > > 

> > > I am sorry, I don't think this discussion is leading us anywhere* You 

> > > certainly have tins right to see cJae facts as you 3ee theni and all I can do 
is 

> > > to try and explain to you Yissum's procedures vis-a-vis inventors 1 
updating. *' 

> > ? when we decide to file an application we[ request a "tofes Hamtsaat 5herut n 

> > > from the inventors where they disclose, prtiong other details* their 
invention, ; 

> > > funding they may have received, the list* of inventors and their 
proportional j 

> > > rights, personal data as addresses, citifaensnip, etc. Since the reguest i$ 

> > > usually done by one of the inventors and: when all of them helong to the 

Same i' 

> <> > institution we typically correspond wizht one inventor only. When the 
invention 

> > > is developed by mor than one institution w correspond with the other 

> > > Institution, as well, »*e have an Inter Institutional agreement signed 
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between 

> > > the parties, etc. Having- all parties agreeable, we proceed with the filing. 

> > > The vsual procedure la to send it to 3 patent attorney to have It dratted 

> n > > the best possible way In order to provide us with the best and broadest 

> > > possible patent protection. . , , 

> > > In the case of this file, since we started with a Provxsxon&l filing based 

> a paper written by 4 persons of the HUJI this wasn't done, we sent the 

to Eitan, Fflflrl, etc. mi* i/ttr receivii^ their ok, it was rilad ><as is" in 

> > > the US FTO* At this stage you wvre-ipy "contact person" buz some txme 

> > > afterwards you left and I sent the correspondence to Mat*. 

> > > A year latex, when we reached the end of the Provisional fxlmg we had to 

> > > decide on the next step* and since this was considered a good project and 

T> > had received funding from the Horowitz fund fi believe you are acquainted 

wl til 

> > > this fact since I can see your signature in the Horowitz fund document 

> > > *e decided to file it in the PCT. At this : point, * e requested Si tan, Pearl, 

> > > etc. office to draft the patent as usual ' Ml the best and broadest possible 

> > > way) and this is exactly what was done and what any sensible patent owner 

> > > would Save done. I have a Power of Attorney form signed by yissum's c£o 
and 

> > > all the inventors (including yourself) in my file. A copy of the PCT 

> > > publication was sent to Natl In September 1335. . . . . 

> > > The next step was the National Phase (July 2000) , here *e had to decide in 

> > > which countries we wanted to keep the application. Tnere were lone 
>> > ^liberations since we typically won't incur such «g««t « 

> > > licensee's support, but we finally decided to file it in the £», ■ Jurope and 

> > > Japan. The decision is rissum's decision pnly since this is Yissvm s 

> > > proprietary know-ho* and the costs are borne by xissvn. Ve appreciate 

> > > receiving inventors' feedback bat the final decision is yissum's one. 

decide to drop the entire portfolio it's oar prerogative to do so. «hat 
?> > usually do in these cases is to present the inventors the option of keeping 
i t > > at their own expense. Since this wasn't the case, yon weren't offered this 

>>> A^Wald you previously, you are certainly entitled to see the facts from 

> > > your point of view, but from Yiseum'a standpoint this was a regular 
p« C >d.Jfe e corre.spofld ^ only aesU ming that the group works 

?T> fl Sould you want to receive information from our office, you are welcome to 

>>> As^Tor t the' US and European versions: I haven't yet received, them from 

V'TV Pearl office Jstft they are both baaed in the PCT version. 1 have tne 
Japanaee 

> > > translation if you are interested in it. ■■ 

> > > I hope to have clarified the natter. Should you have any questions, please 
>>> don't nesitate contacting as. I would also like to suc^sst a co/iferenoe 

T> 1 > between you, Prof. Levitt, Rachel Bentov, tiati, Tdli and me (Michal is away 

> C > > the moment) in order to overcome the problems. Please let ate know what is a 

> > > suitable tim« for you. Thank you. 

> > > ;'■ 

> > > Sincerely 

> > > ?. 

> > > Kenee 

> > > ; 

> > > \ 
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> > > 

> > > Golan Yona wrote; 

> > > 

> > > > D&ar Ren&e 

> > > > 

> > > > I'm writing- you this email in response to repeated claims by you and 

> > > > 

> > > > It is true that we had a few phone conversations before I left mijl but 

> > > > our interaction was very limited. I'm put 2 led ny your/Nati*s repeated 

> > > > claims th&t I have seen the patent application before* The application 

> > > > clearly uses text that I wrote only after J left.HUJl. Moreover, part cf 

> > > > the text la incorrect end I would have ' excluded it, had I seen the 

> > > > application before* 

> > > j> 

> > > > I'm surprised that tfatl, Michal, Tall and Ylssum did not check 

> > > > the facts before stating- false claims. The FACTS are; (I) a draft of the 

> > > > application was never handed to ra©- (2} the application uses text that I 

> > > > syrote after I left HUJI* (3) this text was modified by somebody In a way 

> > > > that would not have been approved by me. 

> > > > 

> > > > I think we shOVld move on now, 

> > > > 

> > > > Sincerely, 

> > > > Golan 

> > > 

> > > — 

> > > Renee Ben-Israel 

> > > Intellectual Property Manager 

> > > Ylssvjn Research Development Co. 

> > > of the Hebrew University of Jerusalem 

> > > PCB 4273, Jerusalem 91042, IL 

> > > Tel: 972-^2-563-4880 (ext 204) Fax: 972-2-566-0331 

> > > 

> > > 
> 

> — 

> Renee Ben-Is r&el 

> Intellectual Property Manager 

> Yi&eum Research Development Co. 

> of the Hebrew University of Jerusalem 

> FOB 427$, Jerusalem S1042, IL 

> Tel: 972-2-563-4880 (ext 204) Fax: 972-2-3 ^6-0331 
> 

> 
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MBR A, FUCHS**.Ad*. 
Corporate Division 
MElRDAHAN.Adv. 

(nlelfedustl Property Division 

ME|* DAHAN. Adv. 

ARYEH UTT, Adv. 

MEIR A. FUCHS^.A^. 

DR. MARK M. FRl£DMANVWv-, Patent Afc 

WlOSHE KRfSTAL, Adv. 

YEHUDA RAItflM 0 , Adv. 



DR. MARK IKIEDMAN & CO. 

ADVOCATES & PATENT ATTORNEYS 

Sdmueloff Bulldmg, 7 Haomanlm Street, 4th Floor 
Tel Aviv e7887/tsrael 

TELEPHONE: 972 3 5626553 
FACSIMILE. 1 972 3 Sg1 1333 : n^0't>p3 
EMAIL patBnte@frfodpat.com 



t'u 1 ,l*wvr ^PNsa 
*ann i»3tf crrtn 



ttlso arinurnti in Texas ou^o^ oi f bvus 

also admlUod In New Yw*< n> 7&ci& 



December 27, 2000 
WltHQUT PRE JTDICE 



MR. MOTI PERLMOTfiR, CEO 
YISSUM RESEARCH DEVELOPMENT COMPANY OF 
THE HEBREW UNIVERSITY OF JERUSALEM 

POB 4279. JERUSALEM 91042 ,f BY MAIL 

AND ALSO BY FAX: 02-566 033 1 



Re: Pr, Yona Golan * ProtoMan 

- ■ Dear Sirs, ■ 

On behalf of our client, Dr. Golan Yona, I am writing to you again and I hereby repeat 
aiy tetter dated October 26, 2000, to which regrettably you didn't reply. It seems to me outrages 
that 1 have not yet received any comment from you on the issues mentioned in my letter. I 
repeat my client allegations regarding the matter, as follpws: 

1 . As a footnote, it should be noted that neither Cornell University nor Stanford University 
have or claim any rights in the Invention (as defined below) or in the ProtoMap Internet site. In 
addition, neither of these universities make any commercial use of the Invention and of the 
above Internet site and they also- have no intention of doing so* Therefore it is pointless to 
address these universities with this issue, 1 strongly suggest you to address me as Dr. Golan 5 s 
attorney with dny matter concerning this issue and I am still looking to have your reply to my 
letters. 

2. Rights in the Invention: 

(a) Our client is the inventor of m Automatic Method of Classifying Molecules (The 
Invention). Our client own 80% (eighty percehts) of the Invention. The remaining 20% (twenty 
percents) of the Invention are owned together by Prof. Nathan Linial, Dr. Miciial Linial and 
Prof.NaftaliTishbL 
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(b) Our client is the legal owner of 80% (eighty percents) in every patent or patent 
application that will be filed for the Invention or thai was already filed fox the Invention. For 
legal and factual arguments which will be brought in detail if necessary, the Hebrew University 
Regulations which states that for the purpose of ownership in inventions a postgraduates and 
Ph,D, students will be considered as an University employee, are not rdcv^nt in our client's 
case and do not bind him. 

3. Rights in the Committer Programs 

(a) Dr, Yona Golan also owns the substantial copyrights in the computer programs winch 
are used for the implementation of the invention, the use in the outcome of the subject method 
of the Invention and its representation in the internet sites (hcjreinafter "The Computer 
Programs"). Such copyrights vests in Dir. Golan, infer alia, since he is the author and the 
creator of the Computer Programs, 

(b) In fact, your use of the Computer Programs in your Internet sites constitute an 
infringement of our client's copyrights in the Computer Programs. 

4- Signing documents in connection with the patent applications 

(a) Our client has never received from you a formal copy of any patent application. Our 
client will be prepared to sigo any documents which are required for the filing and/or the 
handling of patent applications in connection with the Invention, including a patent application 

-■{hat will be filed or has already been filed in the US, subject to the condition that these 
documents will rightly and truly reflect the factual, inventional and iegal reality. 

(b) Although you have never sent to my client any formal copy of the patent application, he 
obtained a copy of the PCT from the Internet, It should be noted that on primarily examination 
of the PCT it seems that the claims are exceeding the Invention. 

5 . You are therefore required to proceed as follows: 

(a) To register our client as the owner of 80% (eighty percents)of every patent application that 
will he filed or has already been filed in connection with the Invention. 

(b) To notify our client on every agreement and/or legal engagement and/or negotiation which 
you are handling in connection with the use and/or the commercialization and/or the 
exploitation of the Invention. 

(c) In this stage our client agrees that you will continue to use, for academic use only, the 
Computer Programs in your Internet sites in which the ProtoMap technology is presented, 

(d) To bear our client's expenses to enable him to devote the required time for studying the 
documents and the patent applications, 
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6. Bearing in mind the complexity of this issue, I hope that you will offer our client 
serious and reasonable settlement offer to end the dispute by way of a settlement. 



cc: Dr. Golan Yona 




December 27, 2000 
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YEHUDA RAVEWCO. - law OFHcjsa *a-ny * fill fit 1ft* 



26 Ualihkln Street P.O,Hbi 77i3« JfcrtuiaUtfi 9 J 077 
Rilblneieift House. 20 Lincoln St, T<4 Aviv 67i34 



0*077 ft'bUVn ,7722 26 IfWWItt 'M 



Yehuda R«veh 
LiKU Tro*j 
Halm Stem 
Sura Shalom 
Yuval Grayoviky 
Carmii Bar-On 
Yehuda GUtt 
Daniel Suvitch 
Uri Y&niin 
Myrlam Abicbol 
Jeremy Rotfemhihc 
Jonathan Finklcstonc 
Jonathan Lei bier 
BJ&ha Ben-Sadeh 
Gabriel Rubcnbach 
Liat Rnkotch 
Chngai UUman 
Michael O&ttr 
Ronle fUboy 
Sharon Eli dan 
Shelly Bakshi 
Arieti Holzor 
Daphna PacbB 
Milttiin Ban Shaul 
Nir ZaH2ttri 
Sharon Floreiltin 
Paul Lundo* 
Yaron £ftila* 

Of Counsel: 

Tamar Hausncr-Rareh 
Tatnar Ben-David 



Jerusalem Office fc*b Wi'i 11 van 

Tel: 5635232-02 r'fcfc 
fa*! £6l7l0l-02 : 

E-mail; Iaivfitm@yraveh.co, il 
Tel-Aviv Officfc fiwj&fi 

Toi; 5620303-03 
Fax: S6ifl$56-03 :C?£i 
E-mail: raVehtlv@ravehtlv.co.il 



a»ia 

1«imtV> 



Jerusalem, 08 January 2001 



Mr. Meir Dalian, Adv. 
Dr. Mark Friedman & Co. 
7 Haomauim St. 
frel -Aviv 



Without Prejudice 
By registered mail and fax 03-581 1333 



Dear Mr Dahan, 



Rei Yon a -Yissum 



My client, Yisdum, Research Development Company of the Hebrew University, 
conveyed to me your letter of December 27 th and requested that I reply as follows. 

1. Let me commence by stating that my client rejects the contents of your letter. 
My client is the legal owner of 100% of the Invention and the Computer 
Programs, as defined in your letter. • 



Dr, Yona was involved in the past, as an assistant researcher, in a proj ct of 
the Hebrew l/niversity p led by three researchers (who are leading researchers 
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26 Uaiahldji Street ?.O.Bof 7722, Jrrtumletn $107? 

35 Shftol Hinnclbcfc BWd P.O.Box 39804 Tul Aviv 64927 
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in their field) in developing the Protomap Technology which is the basis for 
the Invention. Thereafter, a patent application in respect of the Invention was 
filed in the naine of my client. 



3, All research leading to the Invention, as well as the scientific and academic 
developments underlying it* were carried out at the Hebrew University and 
funded thereby. The three head researchers and Dr. Yona were all, at the time, 
employees of the Hebrew University, The result of the above is that all 
inventions stemming from the research are owned by tny client subject to 
University rules and regulations, Furthermore, alt the researchers^ including 
Dr. Yona, signed a written statement declaring the Invention a "Service 
Invention, M the result of \\rhioh is fully clear to you. 



4, We of course reject your client's contention that he is the legal owner of 80%!! 
of any patent relating to the Invention or tht he has any rights at all in the 
Invention, though, the lead researchers agreed to grant your client 25% of any 
rights which are granted to the "inventqr's", under the Hebrew University 
regulatioxH. 



5. My client was in touch with t3t. Yona however they failed to reach an 
amicable understanding despite their efforts and good intentions. In light of 
the above your client is hereby required fo cease all and any commercial or 
other use of the Invention and the Computer Programs and to terminate 
operation of the web site boih at Cornell University and at Stanford 
University, which ate violating my client's rights. 



Your early response to this letter would be appreciated. 



Co: Yissum 
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YEHUDA RAVEH & CO- ~ law offices 



)*t **-itV Ti^o - tin fITITP 



76 UaiihJfin Street P.O.po* 7722, JerlWAltlrt *5077 
ItQlUMdtciiL House, 20 Lincoln fit,* Tel Aviv £7134 
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. Yehuda Rftveh 
tisa Tross 
Hflim stem 
Sara Shalom 
Yqval Gmy^vsky 
C»rmit Bnr-On 

BaiUd Saritch 
Vri Yamin 
Myriain Abitbol 
Jeremy Ro5eash(ne 
Jonathan F inkles tone 
Jonathan Leiblcr 
BJhai Bcn-Sadeh 
Gabriel Rubcnbnch 
LiatRakotch 
Qtag?i oilman 
Michael Olttr 

Ra»J* Raboy 

Sharon Elf dan 

SBeily Bikahi 

Aff^h Hufzcr 

dap ha a Fucoj 

MaUan Bon Shawl 

Sir Zaayuri 

Sharon Fforentfti 

Paul Lnndes 

yaronSzllui 

OF Counsel: 

Ta tb ; a r Ha U s n er-R aveh 
Ton>*f Bcn-Da*id 



T<& Mr. Meir Dalian 

i 

4, > 

Fiio*h: Yehuda Glatt 



Jerusajem Office O'fetfll'S *i^ttTi 

E-mail: Uwfina@yrayefi.co.il 

Td-Aviv Office a>*N*taa Tiwafi 

Tcl:03-562ej03t'5o 
Fax: 03-5616538 i ops 
E-mail r ra vcbtl v@f avehtl v .co.il 



Jerusalem, 19 February 2001 

By Far: 



Tin jvnm 

tlibv/ imp 
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mm V3 



mi- 



03-5611333 
03-5625554 



Dear Mr: Dahan, 



Re: GoIttfl-YisRum.R^m inH^^ 



I have Dot heard from yau in respect of my previous fax of 16.2,01 . 

'i ,( 

It is ( of utmost importance that your client signs the forms, which are required for 
registration of the patent in the U.S. As I explained in my letter, the last date for submission 
is 22:2.01 therefore your client's urgent response is required. Let me stress that your 
clipnltS delay will cause my client substantia) damage. 

i ain .attaching, once again, my above mentioned letter. 



CC: Renee Ben -Israel 



115286 




a Glatt 



wnssiA 



0T:TI T002"S3J"CZ 



13.fiUG.2001 18:32 



EITAN PEARL LPTZER+COHEN-ZEDEK 



.on322 .nui6 



EXHIBIT 8 



13. RUG. 2001 18=32 EI TAN PEARL LATZER+COHEN-ZEDEK 



.0^322 ,nui7 



Yissum R search Dev lopment Company 
of The Hebrew University of Jerusalem 



Intellectual Property Department 

POB4279, Jerusalem 91042 
Tel: 972 -2-563-4880 (ext 204 or 212) Fax: 972-2-566-0331 
e-mail: renee@sd83iun.co.il or noetni@yissum.co. il 

FACSIMILE COVER SHEET 

DATE: 2.1 fjJh . 

FACSIMILE NUMBER: Q^- "TC S-^STTH 

TO: AA\/i i^M r ad^o^- 



COMPANY; t>r Mo^l^ prt<jj,wx*~ M:/ , 
FROM: (^,0^—*-^. J-l>~ — I SrC^*-*- I 

No. of pages (Including cover): ^ 

If you do hot receive all the pages, please inform us promptly. 

Message: 



1& 4rD^o<oO>^ 
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